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DETAILED ACTION 
Response to Arguments 

1 . The following Action follows the decision of the Board of Patent Appeals and 
Interferences of June 27, 2007. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 3, 21 and 30 - 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yang et al (U.S. Patent No. 6,207,248). 

With regard to Claim 1, Yang et al disclose a process for bonding difficult - to - bond 
substrates (difficult substrates; column 5, lines 56 - 57) comprising bonding a first substrate to a 
second substrate (bonding end sheets of a book block to a book cover case in bookbinding 1 , 
column 5, lines 48 - 50) with a hot - melt adhesive composition (column 5, lines 48 - 50 ); the 
composition is thermoplastic (column 8, line 43) and Yang et al teach that the adhesive 
composition comprises an adhesive component selected from a group of components which 
includes ethylene n - butyl acrylate copolymer (column 8, lines 66 - 67) and a tackifier selected 
from among a group of tackifiers which includes modified terpene (styrenated terpene; column 8, 
lines 31 - 34). It would therefore be obvious for one of ordinary skill in the art to select an 
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adhesive component comprising ethylene n - butyl acrylate copolymer and a tackifier comprising 
modified terpene, as ethylene n - butyl acrylate copolymer and modified terpene are among the 
components which are taught by Yang et al. 

With regard to Claim 3, the adhesive also comprises a wax (column 9, line 21). 

With regard to Claim 21, the adhesive comprises 30% by weight ethylene n - butyl 
acrylate (column 8, line 64), 30% by weight tackifier (column 8, lines 39 - 42) and 30% wax 
(column 9, lines 39 - 41). 

With regard to newly submitted Claims 30 - 32, when an applicant claims that additional 
materials are excluded by the recitation 'consisting essentially of, 1 applicant has the burden of 
showing that the introduction of additional components would materially change the 
characteristics of applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 
1964); In re Herz, 537 F2d. 549,551 - 552, 190 USPQ 461,463 (CCPA 1976,). 

4. Claims 2 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang et 
al (U.S. Patent No. 6,207,248) in view of Milks (U.S. Patent No. 5,401,791). 

Yang et al disclose a process for bonding substrates in bookbinding which comprises a 
modified terpene comprising styrenated terpene as discussed above. Yang et al fail to disclose a 
modified terpene which comprises terpene phenolic. 

Milks teaches that styrenated terpene and terpene phenolic are interchangeable in the 
bonding of substrates (suitable tackifiers include styrenated terpene and tefpene phenolic; 
column 4, lines 12-20) in bookbinding (column 3, lines 35 - 37) for the purpose of obtaining a 
bond which has good extensibility and flexibility (column 4, lines 35 - 38). Therefore, one of 
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ordinary skill in the art would have recognized that the utility of a terpene phenolic instead of a 
styrenated terpene in Yang et al, which is a process for binding substrates in bookbinding, if a 
good extensibility and flexibility of the bond in the final product were desired. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for terpene phenolic instead of styrenated 
terpene in Yang et al in order to obtain a bond which has good extensibility and flexibility as 
taught by Milks. 

5. Claims 4 - 5 and 23 - 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yang et al (U.S. Patent No. 6,207,248) in view of Dupont et al (U.S. Patent No. 5,325,781). 

Yang et al disclose a process for bonding substrates as discussed above. The substrates 
comprise paper (column 12, lines 54 - 55). With regard to Claims 4 - 5 and 23 - 24, Yang et al 
fail to disclose a substrate which is treated with ultraviolet varnish. 

Dupont et al teaches the treatment of paper (column 1, line 18) with ultraviolet varnish 
(covered with UV varnish; column 3, lines 30 - 32) for the purpose of obtaining a paper having 
good mechanical properties when ink is applied to the paper (column 3, lines 25 - 30). Therefore, 
one of ordinary skill in the art would have recognized the advantage of providing for Yang et al, 
which is a paper substrate, with the ultraviolet varnish of Dupont, depending on the desired 
mechanical properties of ink applied to the finished paper. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for treatment with ultraviolet varnish of 



Application/Control Number: 10/053,497 Page 5 

Art Unit: 1794 

Dupont et al in Yang et al in order to ensure good mechanical properties for the paper when ink 
is applied to the paper as taught by Dupont et al. 

6. Claims 6-8 and 25 - 27 are rejected under 35 U.S.C. 103(a)-as being unpatentable over 
Yang ct al (U.S. Patent No. 6,207,248) in view of Howells (U.S. Patent No. 4,566,981). 

Yang et al disclose a process for bonding substrates comprising paper as discussed above. 
With regard to Claims 6 - 8 and 25 - 27, Yang et al fail to disclose a substrate which is 
fluorochemical treated and grease - resistance treated. 

Howells teaches the treatment of a paper (column 1, lines 9-10) with a fluorochemical, 
for the purpose of imparting oil resistance on the paper (column 1, line 10-12). Therefore, one 
of ordinary skill in the art would have recognized the advantage of providing for treatment of the 
substrate disclosed by Yang et al, which comprises paper, with the fluorochemical taught by 
Howells, depending on the desired oil resistance, and therefore grease - resistance of the paper as 
taught by Howells. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for the treatment with a fluorochemical in 
Yang et al in order to obtain a substrate, both paper, which is treated for grease resistance as 
taught by Howells. 

7. Claims 28 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yang et al 
(U.S. Patent No. 6,207,248) in view of Gruber et al (U.S. Patent No. 5,475,080). 
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Yang et al disclose a process for bonding substrates comprising paper as discussed above. 
With regard to Claims 28 - 29, Yang et al fail to disclose a substrate which has a surface energy 
between 25 dyn/cm and 35 dyn/cm. 

Gruber et al teach a paper (column 6, lines 17-18) treated with a coating which imparts 
to the paper a surface energy of 35 dyn/cm (column 6, lines 35 -37) and which provides the 
paper with enhanced strength and water resistance (column 1, lines 23 - 25). Therefore, one of 
ordinary skill in the art would have recognized the utility of providing the coating of the 
substrate by Yang et al, which is paper, with the coating of Gruber et al, depending on the 
desired strength and water resistance of the end product as a taught by Gruber et al. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for a coating, which imparts to the substrate a 
surface energy of 35 dyn/cm, in Yang et al, in order to obtain a substrate with enhanced strength 
and water resistance as taught by Gruber et al. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc A Patterson whose telephone number is 571-272-1497. 
The examiner can normally be reached on Mon - Fri 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Marc A. Patterson, PhD. 
Primary Examiner 
Art Unit 1772 



